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§1.131

patented or pending application nam-
ing another inventor, the patent or
pending application claims an inven-
tion that is the same or substantially
the same as the applicant’s or patent
owner’s claimed invention, and the af-
fidavit or declaration contends that an
inventor named in the U.S. patent or
U.S. patent application publication de-
rived the claimed invention from the
inventor or a joint inventor named in
the application or patent, in which
case an applicant or a patent owner
may file a petition for a derivation pro-
ceeding pursuant to §42.401 et seq. of
this title.

(d) Applications and patents to which
this section is applicable. The provisions
of this section apply to any application
for patent, and to any patent issuing
thereon, that contains, or contained at
any time:

(1) A claim to a claimed invention
that has an effective filing date as de-
fined in 35 U.S.C. 100(i) that is on or
after March 16, 2013; or

(2) A specific reference under 35
U.S.C. 120, 121, or 365(c) to any patent
or application that contains, or con-
tained at any time, a claim to a
claimed invention that has an effective
filing date as defined in 35 U.S.C. 100(i)
that is on or after March 16, 2013.

[78 FR 11058, Feb. 14, 2013]

§1.131 Affidavit or declaration of prior
invention or to disqualify com-
monly owned patent or published
application as prior art.

(a) When any claim of an application
or a patent under reexamination is re-
jected, the inventor of the subject mat-
ter of the rejected claim, the owner of
the patent under reexamination, or the
party qualified under §1.42 or §1.46,
may submit an appropriate oath or
declaration to establish invention of
the subject matter of the rejected
claim prior to the effective date of the
reference or activity on which the re-
jection is based. The effective date of a
U.S. patent, U.S. patent application
publication, or international applica-
tion publication under PCT Article
21(2) is the earlier of its publication
date or the date that it is effective as
a reference under 35 U.S.C. 102(e) as in
effect on March 15, 2013. Prior inven-
tion may not be established under this
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section in any country other than the
United States, a NAFTA country, or a
WTO member country. Prior invention
may not be established under this sec-
tion before December 8, 1993, in a
NAFTA country other than the United
States, or before January 1, 1996, in a
WTO member country other than a
NAFTA country. Prior invention may
not be established under this section if
either:

(1) The rejection is based upon a U.S.
patent or U.S. patent application publi-
cation of a pending or patented appli-
cation naming another inventor which
claims interfering subject matter as
defined in §41.203(a) of this title, in
which case an applicant may suggest
an interference pursuant to §41.202(a)
of this title; or

(2) The rejection is based upon a stat-
utory bar.

(b) The showing of facts for an oath
or declaration under paragraph (a) of
this section shall be such, in character
and weight, as to establish reduction to
practice prior to the effective date of
the reference, or conception of the in-
vention prior to the effective date of
the reference coupled with due dili-
gence from prior to said date to a sub-
sequent reduction to practice or to the
filing of the application. Original ex-
hibits of drawings or records, or photo-
copies thereof, must accompany and
form part of the affidavit or declara-
tion or their absence must be satisfac-
torily explained.

(c) When any claim of an application
or a patent under reexamination is re-
jected under 35 U.S.C. 103 as in effect
on March 15, 2013, on a U.S. patent or
U.S. patent application publication
which is not prior art under 35 U.S.C.
102(b) as in effect on March 15, 2013, and
the inventions defined by the claims in
the application or patent under reex-
amination and by the claims in the
patent or published application are not
identical but are not patentably dis-
tinct, and the inventions are owned by
the same party, the applicant or owner
of the patent under reexamination may
disqualify the patent or patent applica-
tion publication as prior art. The pat-
ent or patent application publication
can be disqualified as prior art by sub-
mission of:
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(1) A terminal disclaimer in accord-
ance with §1.321(c); and

(2) An oath or declaration stating
that the application or patent under
reexamination and patent or published
application are currently owned by the
same party, and that the inventor
named in the application or patent
under reexamination is the prior inven-
tor under 35 U.S.C. 104 as in effect on
March 15, 2013.

(d) The provisions of this section
apply to any application for patent,
and to any patent issuing thereon, that
contains, or contained at any time:

(1) A claim to an invention that has
an effective filing date as defined in 35
U.S.C. 100(i) that is before March 16,
2013; or

(2) A specific reference under 35
U.S.C. 120, 121, or 365(c) to any patent
or application that contains, or con-
tained at any time, a claim to an in-
vention that has an effective filing
date as defined in 35 U.S.C. 100(i) that
is before March 16, 2013.

(e) In an application for patent to
which the provisions of §1.130 apply,
and to any patent issuing thereon, the
provisions of this section are applica-
ble only with respect to a rejection
under 35 U.S.C. 102(g) as in effect on
March 15, 2013.

[78 FR 11058, Feb. 14, 2013]

§1.132 Affidavits or declarations tra-
versing rejections or objections.

When any claim of an application or
a patent under reexamination is re-
jected or objected to, any evidence sub-
mitted to traverse the rejection or ob-
jection on a basis not otherwise pro-
vided for must be by way of an oath or
declaration under this section.

[656 FR 57057, Sept. 20, 2000]
INTERVIEWS

§1.133 Interviews.

(a)(1) Interviews with examiners con-
cerning applications and other matters
pending before the Office must be con-
ducted on Office premises and within
Office hours, as the respective exam-
iners may designate. Interviews will
not be permitted at any other time or
place without the authority of the Di-
rector.

§1.135

(2) An interview for the discussion of
the patentability of a pending applica-
tion will not occur before the first Of-
fice action, unless the application is a
continuing or substitute application or
the examiner determines that such an
interview would advance prosecution of
the application.

(3) The examiner may require that an
interview be scheduled in advance.

(b) In every instance where reconsid-
eration is requested in view of an inter-
view with an examiner, a complete
written statement of the reasons pre-
sented at the interview as warranting
favorable action must be filed by the
applicant. An interview does not re-
move the necessity for reply to Office
actions as specified in §§1.111 and 1.135.

(35 U.S8.C. 132)

[24 FR 10332, Dec. 22, 1959, as amended at 62
FR 53194, Oct. 10, 1997; 65 FR 54674, Sept. 8,
2000; 70 FR 56128, Sept. 26, 2005]

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

AUTHORITY: Secs. 1.135 to 1.138 also issued
under 35 U.S.C. 133.

§1.134 Time period for reply to an Of-
fice action.

An Office action will notify the appli-
cant of any non-statutory or shortened
statutory time period set for reply to
an Office action. Unless the applicant
is notified in writing that a reply is re-
quired in less than six months, a max-
imum period of six months is allowed.

[62 FR 53194, Oct. 10, 1997]

§1.135 Abandonment for failure to
reply within time period.

(a) If an applicant of a patent appli-
cation fails to reply within the time
period provided under §1.134 and §1.136,
the application will become abandoned
unless an Office action indicates other-
wise.

(b) Prosecution of an application to
save it from abandonment pursuant to
paragraph (a) of this section must in-
clude such complete and proper reply
as the condition of the application may
require. The admission of, or refusal to
admit, any amendment after final re-
jection or any amendment not respon-
sive to the last action, or any related
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